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MANUAL OF PATENT EXAMINING PROCEDURE 



Feb. 1, 2005: para, (b) revised, 70 FR 35375, June 20, 
2005, effective July I, 2005] 

§ 1.497 Oath or declaration under 35 U.S.C. 371 
(c)(4). 

(a) When an applicant of an international appli- 
cation desires to enter the national stage under 
35 U.S.C. 371 pursuant to § 1.495. and a declaration 
in compliance v/ith this section has not been previ- 
ously submitted in th e international application under 
PCT Rule 4.17(iv) within the time hmits provTded ToF 
uTPCT Rule he or she must file an oath or 
declaration that: 

(1) Is executed in accordance with either 
§§ 1.66 or 1.68; 

(2) Identifies the specification to which it is 
directed; 

(3) Identifies each inventor and the country 
of citizenship of each inventor; and 

(4) States that the person making the oath or 
declaration believes the named inventor or inventors 
to be the original and first inventor or inventors of the 
subject matter which is claimed and for which a 
patent is sought. 

(b) (1) The oath or declaration must be made by 
all of the actual inventors except as provided for in 
§§ 1.42, 1.43 or 1.47. 

(2) If the person making the oath or declara- 
tion or any supplemental oath or declaration is not the 
inventor (§§ 1.42, 1.43, or § 1.47), the oath or declara- 
tion shall state the relationship of the person to the 
inventor, and, upon information and belief, the facts 
which the inventor would have been required to state. 
If the person signing the oath or declaration is the 
legal representative of a deceased inventor, the oath or 
declaration shall also state that the person is a legal 
representative and the citizenship, residence and mail- 
ing address of the legal representative. 

(c) Subject to paragraph (f) of this section, if 
the oath or declaration meets the requirements of 
paragraphs (a) and (b) of this section, the oath or dec- 
laration will be accepted as complying with 35 U.S.C. 
371(c)(4) and § 1.495(c). However, if the oath or dec- 
laration does not also meet the requirements of § 1 .63, 
a supplemental oath or declaration in compliance with 
§ 1.63 or an application data sheet will be required in 
accordance with § 1.67. 



(d) If the oath or declaration filed pursuant to 
35 U.S.C. 371(c)(4) and this section names an inven- 
tive entity different from the inventive entity set forth 
in the international application, or if a change to the 
inventive entity has been effected under PCT Rule 
92his subsequent to the execution of any oath or dec- 
laration which was filed in the application under PCT 
Rule 4.17(iv) or this section and the inventive entity 
thus changed is different from the inventive entity 
identified in any such oath or declaration, applicant 
must submit: 

(1) A statement from each person being 
added as an inventor and from each person being 
deleted as an inventor that any error in inventorship in 
the international application occurred without decep- 
tive intention on his or her part; 

(2) The processing fee set forth in § 1.1 7(i); 

and 

(3) If an assigmnent has been executed by 
any of the original named inventors, the written con- 
sent of the assignee (see § 3.73(b) of this chapter); and 

(4) Any new oath or declaration required by 
paragraph (f) of this section. 

(e) The Office may require such other informa- 
tion as may be deemed appropriate under the particu- 
lar circumstances surrounding the correction of 
inventorship. 

(t) A new oath or declaration in accordance 
with this section must be filed to satisfy 35 U.S.C. 
371(c)(4) if the declaration was filed under PCT Rule 
4.17(iv), and: 

(1) There was a change in the international 
filing date pursuant to PCT Rule 20.2 after the decla- 
ration was executed; or 

(2) A change in the inventive entity was 
effected under PCT Rule 92bis after the declaration 

was executed and no declaration which sets forth and 
is executed by the inventive entity as so changed has 
been filed in the application. 

(g) If a priority claim has been corrected or 
added pursuant to PCT Rule 26^/^ during the interna- 
tional stage after the declaration of inventorship was 
executed in the international application under PCT 
Rule 4.17(iv), applicant will be required to submit 
either a new oath or declaration or an application data 
sheet as set forth in § 1.76 correctly identifying the 
application upon which priority is claimed. 
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§ 1.510 



[Added 52 FR 20052, May 28, 1987, effective July 1, 
1987; paras, (a) and (b) revised and para, (c) added, 61 FR 
42790, Aug. 19, 1996, effective Sept. 23, 1996; para, (b)(2) 
revised and paras, (d) and (e) added, 65 FR 54604, Sept. 8, 
2000, effective Nov. 7, 2000; paras, (a), (c), and (d) revised 
and paras, (f) and (g) added, 66 FR 16004, Mar. 22, 2001, 
effective Mar. 1, 2001; para. (a)( 1 ) corrected, 66 FR 28053, 
May 22, 2001, effective Mar. 22, 2001; paras, (a), (c), (d), 
and (f) revised, 67 FR 520, Jan. 4, 2002, effective Apr. 1, 
2002; para, (c) corrected, 67 FR 6075, Feb. 8, 2002] 

§ 1.499 Unity of invention during the national 

stage. 

If the examiner finds that a national stage apphca- 
tion lacks unity of invention under § 1 .475, the exam- 
iner may in an Office action require the apphcant in 
the response to that action to elect the invention to 
which the claims shall be restricted. Such requirement 
may be made before any action on the merits but may 
be made at any time before the final action at the dis- 
cretion of the examiner. Review of any such require- 
ment is provided under §§ 1.143 and 1.144. 

[Added 52 FR 20052, May 28, 1987, effective July 1, 
1987; amended, 58 FR 4335, Jan. 14, 1993, effective May 
1, 1993] 

Subpart D — Ex Parte Reexamination of 

Patents 

CITATION OF PRIOR ART 

§ 1.501 Citation of prior art ill patent flies. 

(a) At any time during the period of enforce- 
ability of a patent, any person may cite, to the Office 
in writing, prior art consisting of patents or printed 
publications which that person states to be pertinent 
and applicable to the patent and believes to have a 
bearing on the paten tab ihty of any claim of the patent. 
If the citation is made by the patent owner, the expla- 
nation of pertinency and applicability may include an 
explanation of how the claims differ from the prior 
art. Such citations shall be entered in the patent file 
except as set forth in §§ 1.502 and 1.902. 

(b) If the person making the citation wishes his 
or her identity to be excluded from the patent file and 
kept confidential, the citation papers must be submit- 
ted without any identification of the person making 
the submission. 



(c) Citation of patents or printed pubhcations 
by the public in patent files should either: (1) Reflect 
that a copy of the same has been mailed to the patent 
owner at the address as provided for in § 1 .33(c); or in 
the event service is not possible (2) Be filed with the 
Office in duplicate. 

[46 FR 29185, May 29, 1981, etTective July 1, 1981; 
para, (a) revised, 65 FR 76756, Dec. 7, 2000, effective Feb. 
5,2001] 

§ 1.502 Processing of prior art citations during 
an ex parte reexamination proceeding. 

Citations by the patent owner under § 1.555 and by 
an ex parte reexamination requester under either 
§ 1.510 or § 1.535 will be entered in the reexamina- 
tion file during a reexamination proceeding. The entry 
in the patent file of citations submitted after the 
date of an order to reexamine pursuant to § 1.525 by 
persons other than the patent owner, or an ex parte 
reexamination requester under either § 1.510 or § 
1.535, will be delayed until the reexamination pro- 
ceeding has been terminated. See § 1 .902 for process- 
ing of prior art citations in patent and reexamination 
files during an inter partes reexamination proceeding 
filed under § 1.913. 

[Added 65 FR 76756, Dec. 7, 2000, effective Feb. 5, 
2001] 

REQUEST FOR EX PARTE REEXAMINATION 

§ 1.510 Request for ex parte reexamination. 

(a) Any person may, at any time during the 
period of enforceability of a patent, file a request for 
an ex parte reexamination by the Office of any claim 
of the patent on the basis of prior art patents or printed 
publications cited under § 1.501. The request must be 
accompanied by the fee for requesting reexamination 
set in § 1.20(c)(1). 

(b) Any request for reexamination must include 

the following parts: 

( 1 ) A statement pointing out each substantial 
new question of patentability based on prior patents 
and printed publications. 

(2) An identification of every claim for 
which reexamination is requested, and a detailed 
explanation of the pertinency and manner of applying 
the cited prior art to every claim for which reexamina- 
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